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UNITED STATES CIRCUIT COURT OF APPEALS 
HANOVER STAR MILLING Co. v. ALLEN & WHEELER Co. 
Seventh Circuit, April, 1913 
TRADE- MARK—NATURE OF PROPERTY. 
There can be no ownership in a trade-mark apart from a trade to 


which it belongs. A mark can be appropriated only as appurtenant to 
some particular business. 


. TRADE-MARK—INFRINGEMENT—RIGHT TO RELIEF. 


Infringement of a trade-mark exists only when there is inter- 
ference with the trade to which the mark is appurtenant. The injury 
is not to the mark but to the good will of the business. As there can 
be no unfair competition without competition in fact, so there can be 
no trade-mark infringement without trade interference 
TRADE-MAarK—RIGHTS TERRITORIALLY LIMITED. 

The right to monopolize a trade-mark as against another innocent 
user thereof, is limited to the territory that has been actually occupied 
by the first user thereof, and in which the mark has become the identify- 
ing symbol of his goods. A complainant whose use of a mark has been 
confined to territory north of the Ohio River can not enjoin the use 
of the same mark in Alabama, Georgia, Mississippi and Florida by one 
who, though later in time of use, had in good faith, built up an ex- 
tensive trade under the mark in the four states named. 


Appeal from an order of the District Court of the United 


States for the Eastern District of Illinois, granting a preliminary 


in 


junction. Reversed. 


Before BAKER, Circuit Judge, and ANDERSON and SANBORN, 


District Judges. 
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3AKER, Circuit Judge—This is an appeal from a preliminary 
injunction. Bill, affidavits, counter-affidavits, and exhibits dis- 
close the following facts. 

Complainant (appellee), an Ohio corporation, owns and 
operates a flour mill at Troy, Ohio. Since 1872 it has used the 
words ‘*Tea Rose” as a common law trade-mark to designate one 
of its makes of flour. Though its bill and affidavits say generally 
that its trade extended throughout the United States, the only 
particulars exhibited disclose that its trade was within the terri- 
tory north of the Ohio River. And the showing of defendant 
clearly establishes, on the present record, that complainant never 
had any trade in its “Tea Rose” brand in the southeastern terri- 
tory comprising Georgia, Florida, Alabama and Mississippi. In 
recent efforts to establish a trade in said southeastern territory, 
complainant has used only its “Trojan” and “Eldean Patent” 
brands. Complainant did not learn until in 1912, shortly before 
the bringing of this suit, that defendant had built up and was 
conducting an extensive trade in a “Tea Rose” brand of flour 
throughout said southeastern territory. 

Defendant 1s an Illinois corporation, owning and operating 
a flour mill at Germantown, Ill. Continuously since 1893 de- 
fendant has used the words “Tea Ros” in marking its flour sacks. 
Beginning in 1904 defendant conducted an active campaign to 
build up a large trade in its “Tea Rose” flour in said southeast 
ern territory, with the result that when this suit was filed de 
fendant’s sales of ‘Tea Rose” flour amounted to more than 
$150,000 a year. Defendant adopted “Tea Rose” as its mark 
in perfect good faith, with no knowledge that anyone else was 
using or had used those words in such connection. In the flour 
trade in said southeastern territory the mark “Tea Rose” has 
come to mean defendant’s flour, and nothing else. 


If this were what. is commonly known as an “unfair com- 
petition” case in distinction from a technical “trade-mark” case, 
complainant could not be given any relief for two reasons: I. 
There is not and never has been any competition between the two 
flours in the same markets, hence no “unfair” competition, no 
palming off of defendant’s flour as complainant’s, no trespass 
committed or threatened upon complainant’s good will. And 2. 
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If the words “Tea Rose” were open to common use, like the 
family name of the maker or the geographical designation of the 
place of manufacture or words descriptive of the grade of the 
goods, the make-ups of the two bags are so distinctive in color, 
lettering, wording, and names and addresses of makers, that, 
froma comparison alone, it could not be found that confusion 
would be likely to result. On the facts as now presented this 
case therefore turns on the correctness of complainant’s insist- 
ence that, the words “Tea Rose” being proper for adoption asa 
technical trade-mark and complainant having appropriated the 
mark and applied it to its flour, thereby complainant acquired the 
mark as its property and had the right to exclude others from 
using it in the flour trade throughout the territory of the United 
States, irrespective of the questions of how far complainant’s 
trade, reputation, and good will actually extended, and whether 
defendant had interfered or was threatening to interfere with 
complainant’s established business. 

Use of an arbitrary and distinctive mark to indicate the 
origin or ownership of articles of trade—the dealer’s “commercial 
signature’’—is very old. It may have begun because the general 
run of consumers in those ancient times could not have read the 
dealer’s business name and address if he had written them upon 
his articles in the vernacular. And throughout, the question 
whether or not a trade-mark is property has often been mooted. 
Lord Langdale in Perry v. Truefit, 6 Beav., 73: “I own it does 
not seem to me that a man can acquire a property merely in a 
name or mark.” Vice Chancellor Sir W. Page Wood in The 
Collins Co. v. Brown, 3 K. & J. 423: “It is now settled law that 
there is no property whatever in a trade-mark.” Lord Herschell 
in Reddaway v. Banham, A. C. (1896), 199: “I doubt myself 
whether it 1s accurate to speak of there being property in a trade- 
mark.” On the other hand the books are full of cases in which 
by implication or direct statement it is declared that trade-marks 
are property. But the dispute is only apparent; the minds of the 
various courts are found to be in accord when the basis of the 


cause of action and the reason for granting injunctive relief are 
considered. 


In Perry v. Truefit, supra: “I think the principle upon which 
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both the courts of law and of equity proceed in granting relief 
and protection in cases of this sort is well understood. A man 
is not to sell his own goods under the pretense that they are the 
goods of another man. He can not be permitted to practice such 
a deception, nor to use the means which contribute to that end. 
He can not, therefore, be allowed to use names, marks, letters 
or other indicia, by which he may induce purchasers to believe 
that the goods which he is selling are the manufacture of another 
person.” 

In The Collins Co. v. Brown, supra: “A person may acquire 
a right of using a particular mark for articles which he has 
manufactured, so that he may be able to prevent any other per- 
son from using it, because the mark denotes that articles so 
marked were manufactured by a certain person; and no one else 
can have a right to put the same mark on his goods, and thus to 
represent them to have been manufactured by the person who 
originally used that particular mark. That would be a fraud upon 
the person who first used the mark in the market where his 
goods are sold. The simplest case is, where a man puts his name 
and address on the goods which he manufactures it would be 
unlawful for another manufacturer to put that name and address 
on his goods, because to do so would be to give to all the world 
the impression that they were manufactured by the person whose 
name and address they bore. 


“The simple question in these cases is, has the plaintiff by 
the appropriation of a particular mark, fixed in the market where 
his goods are sold a conviction that the goods so marked were 
manufactured by him; and if so and if no one else has been in 
the habit of using that mark, another man has not the right to 
use that mark so as to commit the fraudulent act of palming off 
his goods as being the goods of the person known to have beer: 
in the habit of using it.” 


So it is evident that those who deny that trade-marks are 
property agree with the others that complainants are entitled to 
protection in the use of trade-marks. And both sides meet in 
finding that the cause of action is the injury done or threatened 
to a complainant’s trade in which he has used the marks in ques- 
tion to designate the origin or ownership of his goods and that 
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the appropriate relief is to enjoin the defendant from using the 
marks to divert trade that otherwise would have gone or would 
go to the complainant. Whether trade-marks are accurately 
called property or not, it is clear that some of the rights that are 
incident to property do attach to them; and therefore, just as 
courts sometimes state jurisdictional facts by describing corpora- 
tion parties as “citizens,” it may be convenient to speak of trade- 
marks as “property,” as a short way of expressing a limited 
truth that requires ampler means for a complete and accurate 
statement. And that limited truth is as compactly defined as 
anywhere else in !Veston v. Ketcham, 51 How. Pr., 455: There is 
no such thing as a trade-mark ‘in gross,’ to use that term of 
analogy. It must be “appendant” of some particular business 
in which it is actually used upon or in regard to specified articles.” 

It is not the trade-mark, but the trade, the business reputa- 
tion and good will, that is injured; and the property or right 
in the trade is protected from injury by preventing a fraud-doer 
from stealing the complainant’s trade by means of using the 
complainant’s “commercial signature.” 


From these considerations of the nature of trade-marks 
and the basis and scope of trade-mark suits, it would follow that 
complainant in this case has no property in the mark “Tea Rose,” 
like property in its mill and wheat and flour, has no monopoly 
of a patent or a copyright; has no right at all to the mark “in 
gross,” but a right only to the extent that the mark is “append- 
ant” to its trade; has no basis of complaint except for injury to 
its business; and (since defendant has traded honestly in mar- 
kets where complainant is unknown and has neither committed 
nor threatened an injury to complainant’s reputation and good 
will) has no cause of action in equity. But complainant never- 
theless relies upon expressions to the effect that trade-marks are 
without “territorial limitation,” are the exclusive property of their 


first adopters throughout the sovereignty within which they 


were anywhere applied by them to articles of commerce ; and con- 
tends that the “unfair competition” cases in whch the concurrent 
use of marks or names not susceptible of adoption as technical 
trade-marks was permitted, provided fraud and deception were 
sufficiently guarded against, have no application. It is proper, 
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therefore, to inquire, What is the nature of the differences be- 
tween “unfair competition” and “technical trade-mark” cases? 
and, In what sense, if any, is it true that trade-marks have no 
territorial limitation ? 


When suits were based solely upon the fraudulent use of 
technical trade-marks, very frequently the controversies were 
confined to the defense that the marks in question were not sus- 
ceptible of exclusive appropriation. Under the influence of the 
fact that the upholding of that defense would defeat a “trade- 
mark” suit, courts have sustained as “trade-mark” cases many 
that today would probably be classed as “unfair competition.” 
But complainants soon began to reply, if it be true that these 
marks have no primary signification that we are the originators 
or owners of the articles so marked, nevertheless consumers in 
the markets where our goods are sold have come to recognize 
them as ours by means of these marks, which have thus acquired 
a secondary meaning that points to us as originators or owners, 
and the defendant has no more equitable right to use that mark 
in its secondary meaning than any mark of primary meaning as 
a mask for robbing us of our trade. The reply called sharp 
attention to the foundation of the “trade-mark” suit and the 
reason for granting injunctive relief, and it was seen that, inas- 
much as the trade, not the mark, was the property involved and 
that the remedy was to stop the defendant’s dishonesty in trade, 
it was immaterial whether the fraud-doer was filching trade by 
means of using others’ marks in their primary meaning. or others’ 
real names or nicknames, or simulated dress, or merely oral mis- 
representations apart from all marks, names, or dress upon the 
articles. 38 Cyc., 680 and 756, and cases cited. 

If a dealer adopts an arbitrary mark that is then meaning- 
less in trade, his application of it to his article creates its only 
meaning. He is entitled to protection in the use of that meaning 
as appendant to his trade. If a dealer marks his shaving soap 
by the family name of “Williams,” or his ale by the name of 
the village of “Stone,” or his starch by the name of the hamlet of 
“Glenfield,” his application of the name does not create its only 
meaning; but if his trade creates a new meaning for the name, 
then he is entitled to just as full protection in the use of that 
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meaning as if that were the only one. Others may use the com- 
mon word in its common meaning, but they can not use it in the 
particular meaning created by the complainant. 

In both the “trade-mark” and the “unfair competition” 
cases the ground of the action and the reason for the remedy are 
identical. They are all cases of unfair competition in trade, and 
the remedy is to tie the hands of the unfair trader. To the ex- 
tent that differences exist, they pertain, not to the underlying 
principle, but to the methods and degrees of proof required to 
enforce the principle. If a dealer has adopted a true trade-mark, 
his trade has given the mark its only meaning, and he need pro- 
duce no other proof respecting meaning. If he has applied to his 
article a mark or name that had an existing meaning, it is in- 
cumbent on him to establish the fact that his trade has added a 
new meaning that is exclusively appendant to his trade. If a 
defendant has put into a common market his articles bearing an- 
other dealer’s technical trade-mark no further need of fraud is 
required. If a defendant has put into a common market his 
articles bearing a mark or name that had a common meaning, the 
complainant must show that the defendant is using the mark or 
name, not in its common meaning, but in its new meaning created 
by the complainant. In “trade-mark” cases, it is sometimes said 
that proof of fraudulent intent need not be made. This is 
hardly accurate, the truth being that proof of knowing use car- 
ries proof of intent. In “unfair competition” cases, it is some- 
times said that proof of actual intent must be furnished. But if 
by this it is declared that to uncover the defendant’s malevolent 
purpose is enough, the statement goes too far, for an intention 
to filch business unaccompanied by any efficient means is not 
actionable. The intent that makes the defendant liable is the 
intent that is found in his proven acts. Now inasmuch as these 
differences, and any others we have ever noticed, relates to the 
methods and degrees of proof, and not to the nature and principle 


of the suit, it follows that “unfair competition” cases are ap- 
plicable to the determination of the nature and principle of this 
suit. And in “unfair competition” cases, “of course there must 
be actual competition before there can be any unfair competition.” 
38 Cyc., 760, and notes. And since a “trade-mark” suit is an 
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“unfair competition” suit in nature and principle, complainant in 
this suit has no standing because there is no competition. 

“Unfair competition” cases are likewise in point on the ques- 
tion. In what sense, if any, is it true, that trade-marks have no 
territorial limitations ? 

In Levy v. Waitt, 61 Fed., 1008, 25 L. R. A., 190, Levy was 
the elder adopter of the word Blackstone( geographical) as a brand 
for cigars. At the time of the suit Levy had a large trade in his 
Blackstone cigars in New York and the West, and Waitt had 
built up an extensive business in his Blackstones in New Eng- 
land. Waitt adopted the word Blackstone without knowledge of 
its previous use by Levy. Before Waitt established his New Eng- 
land trade Levy had sold some of his Blackstone cigars in New 
England. But the sales were few and intermittent and resulted in 
no trade. To New England dealers and consumers the word 
Blackstone pointed to Waitt as the maker. Inasmuch as Levy 
had no property right in the brand except as appendant to his 
trade, no property right beyond insisting that the public be not 
deceived to the injury of his trade, he had no rights against Waitt 
in New England, whatever might be his rights in the use of the 
brand against Waitt or others elsewhere. 

In Cohen v. Nagle, 190 Mass., 4, 2 L. R. A. (N. S.), 966, 
the complainant Cohen adopted the word Keystone to identify a 
brand of his cigars, and built up a large trade therein throughout 
New England. He believed that he was the originator of the 
word as applied to cigars; but, before his time, the word was 
used as a brand in the cigar business:in the middle and western 
states. Defendant Nagle, after Cohen had established his New 
England trade, began marketing in New England Keystone 
cigars which he purchased from a manufacturer in Pennsyl- 
vania where it was claimed that the manufacturer had a law- 
ful right to use that word as a brand for cigars. The trial court 
protected Cohen by an injunction limited territorially to New 
England. On appeal the decree was affirmed, the majority hold- 
ing that, inasmuch as Cohen had not taken a cross-appeal, no 
question whether he had trade rights beyond the limits of his 
trade was before the court. Three justices expressed the view 
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that Cohen’s trade rights did not extend beyond the limits of 
his trade. 

Carroll in Maryland and Mcllvaine in New York, (171 
Fed., 125), had each in his locality established a trade in Balti- 
more Club whiskey. About thirty years later Carroll extended 
his trade to New York and sought to stop Mcllvaine on the 
ground that Carroll was the originator of the brand. It was 
held in substance that, conceding priority to Carroll, and inde- 
pendently of whether the brand was a technical trade-mark or 
merely a trade-name, Carroll was not entitled to an injunction, 
because it was not Carroll’s prior appropriation of the mark 
or name, but his prior appropriation of trade through the use 
of the mark or name, that was to be protected. [Affirmed on 
appeal, 183 Fed. 

These cases indicate to us that it is true in a sense, that 
trade-marks are without territorial limitation; but not in the 
sense meant by complainant. The sense we perceive is one that 
goes back to the foundational purpose of the trade-mark suit. 
Since it is the trade, and not the mark, that is to be protected, a 
trade-mark acknowledges no territorial boundaries of municipal- 
ities or states or nations, but extends to every market where the 
trader’s goods have become known and identified by his use of 
the mark. But the mark, of itself, can not travel to markets 
where there is no article to wear the badge and no trader to 
offer the article. 

Contrary to this view, certain cases are to be noticed. 

In Derringer v. Plate, 29 Cal., 292, 87 Am. Dec., 170, Der- 
ringer was a manufacturer of pistols at Philadelphia, Plate at 
San Francisco. This statement appears in the opinion: “The 
manufacturer at Philadelphia who has adopted and uses a trade- 
mark has the same right of property in it at San Francisco that 
he has at his place of manufacture.” Yes, if Derringer was sell- 


ing his pistols in the San Francisco market or any market where 
Plate was trying to palm off his pistols as Derringer’s; and we 
find nothing in the report to show that such was not the fact. 


In Kidd v. Johnson, too U. S., 617, Johnson was the as- 
signee of the property and good will, including a trade-mark, 
of a distillery business at Cincinnati. Kidd was causing whiskey 
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to be sold in New Orleans under the same trade-mark. John- 
son obtained in the United States Circuit for the District of 
Louisiana an injunction, which was affirmed on appeal. The 
question was the validity and extent of the assignment of the 
trade-mark. Among other things, the court said: “That transfer 
was plainly designated to confer whatever right Pike possessed. 
It, in terms, extends the use of the trade-mark to Mills, John- 
son & Co., and their successors. Such use, to be of value, must 
necessarily be exclusive. If others also could use it, the trade- 
mark would be of no service in distinguishing the whiskey of 
the manufacture in Cincinnati; and thus the company (the as- 
signee of the business and the mark) would lose all benefit aris- 
ing from the reputation the whiskey manufactured there had ac- 
quired in the market. The right to use the trade-mark is not 
limited to any place, city or state, and, therefore, must be deemed 
to extend everywhere. Such is the uniform construction of 
licenses to use patented inventions. If the owner imposes no 
limitation of place or time, the right to use is deemed co-exten- 
sive with the whole country and perpetual.” Complainant lays 
stress on the sentence we have italicized. But the context shows, 
we think that trade-marks were not classed with patent monopo- 
lies; that the comparison was between the assignments, not the 
things assigned ; that, inasmuch as Pike had given an unrestricted 
assignment, “The (assignee’s) right to use the trade-mark is 
not limited to any place”; that, though the distillery was located 
at Cincinnati, the good will of the business and the trade-mark 
as the badge thereof could extend throughout the country; and 
that, since the thing to be protected was “the reputation the 
whiskey there manufactured (at Cincinnati) had acquired in the 
market,’ an injunction should be granted to keep the pirate 
Kidd out of any market in which the whiskey had acquired a 
reputation. And nothing in the ‘reported case indicates that 
the genuine Pike’s Magnolia Whiskey was not sold and well 
known in the New Orleans market. 

In Griggs, Cooper & Co., complainant, v. Erie Preserving 
Co., 131 Fed., 359, complainant was a wholesale grocer at St. 
Paul, dealing in canned goods under the common law trade-mark 
Home Brand, adopted in 1889, and having a trade extending 
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through Minnesota, Wisconsin, North and South Dakota, and 
Montana. Defendant later came into the same territory and 
undermined complainant’s trade by use of the same mark. In 
1877 Fry & Co., a Pennsylvania corporation, had adopted the 
identical mark and in 1885 and 1892 registered the mark under 
the numbers 11,850 and 20,913. Complainant, learning this in 
1900, took a license or limited assignment from Fry to use this 
registered trade-mark in said northwestern territory. The ex- 
tent of Fry’s trade is not stated; but seemingly complainant in 
establishing its trade had not come into collision with Fry. At 
any rate Fry’s license or assignment does not profess to convey 
to complainant Fry’s business, reputation, and good will, or any 
part thereof; and throughout the territory in question the mark 
Home Brand pointed exclusively to complainant as producer. 
On the ground that Fry’s license or assignment gave complain- 
ant an exclusive proprietary interest in Home Brand within said 
northwestern territory, the defendant was enjoined. The de- 
cree, we believe, is sustainable on the underlying principle of 
the trade-mark suit and on the analogies of the Blackstone, 
Keystone and Baltimore Club cases. But in looking to the de- 
cision as authority for complainant’s proposition that a trade- 
mark has an existence independent of the trade to which it is 
appendant, we suggest that the registry statute does not purport 
to create a new right, but only to regulate a pre-existing right; 
that the regulation is confined to commerce with foreign nations 
and Indian tribes and does not touch the interstate and in- 
trastate commerce in which the parties to the suit were com- 
peting; and that the cases of Kidd v. Johnson, 100 U. §S., 617, 
and Fish Bros. Wagon Co. v. Fish Bros. Mfg. Co., 95 Fed., 457, 
as we read them, are not authorities for the proposition that 
Fry’s license or limited assignment of the registered trade-mark, 
unaccompanied by any transfer of business and good will, was 
effectual to give complainant a monopolistic right in Home Brand 
in interstate and intrastate commerce in said northwestern terri- 
tory. 

Hygeia Distilled Water Co. v. Consolidated Ice Co., 144 
Fed., 139, is a case wherein the complainant, beginning in 1885, 
built up a trade in distilled water under the trade-mark Hygeia 
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in the territory of New York and “other states” unnamed. In 
i890 defendant innocently adopted the same trade-mark for its 
distilled water and acquired a trade in “Pittsburgh and the sur- 
rounding territory.” Each party remained in ignorance of the 
other and its doings until 1904, shortly before the start of the suit, 
when complainant’s counsel notified defendant to quit. Down to 
that time, therefore, the mark Hygeia was a warrant to the con- 
sumers in Pittsburgh and vicinity that defendant was the producer 
of the water they wanted. The injunction against defendant con 
sequently involves the proposition that complainant by adopting 
the mark in 1885 and then applying it to its product in New York 
acquired a monopoly of the mark, good for nineteen years and 
all the years, and dominant in the Pittsburgh markets and all the 
markets of the United States irrespective of the extent to which 
complainant had entered the markets. The opinion disposes 
of the question by saying that complainant’s right to an injunc- 
tion is not affected by “the fact that complainant has not up to 
this time extended its trade to the locality occupied by the re- 
spondent,” and citing Derringer v. Plate, 29 Cal., 296, and Hop- 
kins on Trade-Marks, Sec. 13. 

Derringer v. Plate has already been considered. In section 
13 of Hopkins the general statement is not made that a trade- 
mark has no territorial limitation, but “Unlike a patent, a trade- 
mark has no territorial limitation.” If by this it is meant that 
a patent is a sovereign grant and has no force beyond the terri- 
torial limits of the sovereignty, while a trade-mark, which is 
of a different nature, is not restricted by the bounds of states or 
nations or continents, but goes wherever the trade to which it is 
appendant goes, the statement affords complainant no comfort. 
And that such was the intended meaning seems to be evidenced 
by the citation of The Collins Co. v. Cohen, 3 K. & J., 428, as 
supportive of the text. In that case complainant Collins was an 
American manufacurer who had a large trade and a high reputa-. 
tion not only in the United States, but also in various foreign 
countries, including Cuba and Australia; but no factory, no trade, 
no good will, no marks registered or unregistered, in England. 
Defendant was a manufacturer at Sheffield, England, who was 
exporting his goods to Cuba and Australia, and there under- 
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mining complainant’s trade by using complainant’s commercial 
signature. One of the defenses was that, as complainant had 
no trade rights in England that had been trespassed upon by the 
defendant in England, the case in England was not maintainable. 
It was also argued that there was nothing to show that the 
laws of Cuba and Australia did not allow traders to cheat others 
by palming off goods under forged commercial signatures. Vice 
Chancellor Wood replied: “I apprehend that every subject of 
every country, not being an alien enemy—and even to an alien 
enemy the court has extended relief in cases of fraud—has a 
right to apply to this court to have a fraudulent injury to his 
property arrested. And the plaintiffs have the right—a right 
recognized, I imagine, everywhere in the world or at least in 
every civilized community—of saying, ‘We, being the manu 
facturers of certain goods, claim that another man shall not 
manufacture goods and put upon them our trade-mark and thus 
pass them off as manufactured by us.’ ” 

We find nothing in conscience or in reason or in persuasive 
precedents that should induce us to permit complainant to domi- 
nate the southeastern markets in question, where “Tea Rose” 
means defendant, and thus absorb or take over the valuable trade 
that defendant in good faith has built up in virgin territory. If 
this may be done, then the trade-mark doctrine, which started 
out to prevent defendants from deceiving consumers to com- 
plainant’s injury, has come to protect complainants in deceiv- 
ing consumers to complainant’s advantage at the expense of de- 
fendants. 

If the junior has not established his trade in good faith, 
or if, having appropriated certain markets in an honest belief, 
he should attempt to forestall the elder trader by hastening into 
markets the elder was arranging to occupy, it might be that 
equity would have no difficulty in recognizing an inchoate right 
in the elder to precedence and dominance, for honesty and fair 
dealing should always be a strong appeal to conscience; but no 
such questions are here, because on the present record defend- 
ant’s honesty and fairness stand unquestionable. 

Another route leads to the same destination. If complain- 
ant has trade rights irrespective of the existence of its trade, 
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when do they come? Monopolies are in derogation of common 
right they are special privileges. Every lawful monopoly is a 
grant from the sovereign to a selected favorite, designated by per- 
son or by class. Ohio, complainant’s sovereign state, has not by 
constitution or statute granted it a monopoly of the use of the 
mark. The Federal government has constitutional authority to 
grant monopolies for limited times to inventors and authors; but 
complainant is neither, and a trade-mark may endure for ever. 
How far Congress might go under the commerce clause (‘Trade- 
Mark Cases, 100 U. S., 82; Sarrazin v. Irby Cigar Co., 93 Fed., 
624), it is needless to inquire, for the Federal statute is not con- 
cerned with the commerce in which these parties are engaged. 
So if the monopoly here sought is the creature of law, it must 
be of the common law. First. Trade rights were not created by 
the common law. They are a part of man’s natural rights. Man 
preceded the common law, which recognized, but did not create, 
the rights he was theretofore exercising. The most the common 
law did was to regulate their use, or, rather, to adopt and en- 
force the usages of honest commerce. If, because the common 
law recognizes and regulates a man’s right to trade, it be claimed 
that the common law created the right, then the common law 
might also be called the author of his life, liberty, and happiness. 
And if it be said that a man has a “monopoly” in his own life 
or liberty or trade, then the word is wrongly used. Second. 
But if a monopoly in a trade-mark is created or affirmatively 
granted by the common law, by what common law? We need 
not consider the mooted question whether, generally, there is 
a common law of the United States, or whether the common law 
administered by the Federal courts in the several districts is the 
common law of the respective States, for, with regard to the 
common law of trade-marks, it is settled that the right does not 
arise under “the constitution and laws of the United States.” 
If it did so arise, the Federal courts, regardless of the citizen- 


ship of the parties, would have jurisdiction to protect the right 
throughout the territory of the United States. Elgin Nat. 
Watch Co. v. Illinois Watch Case Co., 179 U. S., 665; Warner 
v. Searle Co., 191 U. S., 202. If not created by the Federal law, 
then the supposed monopoly must have been created by the law 
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of Ohio; and if so, complainant’s monopoly created by that law 
can have no extraterritorial effect. 
Though an order granting or denying a preliminary injunc- 
tion will not be disturbed except for an abuse of discretion, a 
proper discretion does not include a misapplication of the law 
to conceded facts. /Vinchester Repeating Arms Co. v. Olmstead. 
A further reason appears why complainant’s showing did not 
justify the issuance of an injunction. Defendant proved that 
complainant’s sales of flour in the territory in question were 
under the brands “Trojan” and “Eldean Patent.” If this was 
the same flour as its “Tea Rose,” made from the same wheat 
and taken from the same flour bins, to permit complainant to 
add “Tea Rose” flour would simply tend to confuse trade in 
those markets, or only come to indicate a difference of grade 
that did not exist. Columbia Mill Co. v. Alcorn, 150 U. &., 
460, 467. Complainant necessarily knowing the whole truth 
respecting this matter, did not meet the situation exhibited by de- 
fendant. 











NEE Del 


The decree is reversed and the case remanded for further 
proceedings not inconsistent with this opinion. 





[In an earlier suit by the Hanover Star Milling Co. v. D. D. Metcalf, 
brought to enjoin infringement upon its trade-mark, in the state of 
Alabama, the United States District Court for the middle district of 

labama granted an injunction. An appeal being taken, the Circuit Court 
of Appeals, fifth circuit, sitting at New Orleans on April 8, 1913, reversed 
the decree and directed the dismissal of the bill. The ground of such 
reversal was the use of the mark in controversy by Allen & Wheeler 
Company, from a date prior to the complainant’s use thereof, although in 
a territory other than that occupied by the complainant (Reporter, Vol 
3, p. 209). 

In view of the diverse decisions of the courts of the fifth and seventh 
circuits upon the same facts, the Hanover Star Milling Company has 
made application to the United States Supreme Court for a writ of cer 
> tiorari, to review the decision of the court of appeals in the fifth circuit, 

as hereinabove discussed 
That there must be competition in fact, in order to lay the basis 
of a suit for unfair trade, has been held in numerous cases. This is per- 
haps the first time that the principle has been applied in a case involving 
infringement of a technical trade-mark. The ‘reasoning of the court in 
the opinion under review clearly demonstrates the principle that, as trade- 
mark infringement is but a particular aspect of the greater wrong of un- 
fair competition, there can be no infringement, as there can be no un- 
fair competition, without competition in fact. There are some businesses 
that are in their nature necessarily local, and in such cases there is no 
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reason why the protection accorded to their trade-marks should exceed 
the requirements of the business. To protect a mark in a market which 
its Owner can not occupy is an unwarranted restriction of commercial 
freedom. For instance, in the manufacture of artificial ice, or in the 
baking of bread, it would be manifestly impossible for a New York 
company to market its product in California. To exclude another com- 
pany from making and selling a like article in California under the same 
mark would be to extend to the former company privileges which can 
be justified neither by reason nor by necessity. 

It is said that in the stove trade, which, by reason of the bulky 
character of the articles sold, is confined to a limited territory, there are 
manufacturers of stoves in different parts of the United States putting 
out their goods under common marks, as for instance, “Acorn,” and that 
by reason of the nature of the trade, there is no conflict between the 
different manpfacturers, each trading in his own territory without inter 
ference. 

On the proposition that the right of a dealer to protection against 
unfair competition is limited to the territory which he has preempted 
with his trade, see in addition to the cases cited in the opinion of the court, 
the following: C. A. Briggs Co. v. National Wafer Co., Reporter, Vol. 3, 
p. 323; Charles B. Perkins v. Appollo Bros., Inc., Reporter, Vol. 2, p. 308; 
Appollo Bros., Inc. v. Charles L. Perkins, Reporter, Vol. 3, p. 439. 

In a New York case, the complainant had been using the mark 
“Club House” upon a gin sold in the city of New York. He sued the 
defendant for shipping from New York to California, a gin under that 
name. In denying an injunction, the court said: 

“Defendant’s wares are intended for, shipped to, and circulated 
in the California market alone, where only recently, the plaintiffs 
have followed them. The latter can not claim their trade-mark to 
be prior in time there. They have not monopolized all the markets 
of the world, and can not exclude the defendant’s wares” (Corwin 
v. Daly, 7 Bosworth, 222). 

A large manufacturer, after he had established a trade-mark, dis 
covered that the mark had been in use for the same goods in a small and 
distant city long prior to his use thereof. He thereupon made an agree- 
ment with the prior user that the latter should confine his trade to his 
own city. In an action brought by the manufacturer to enjoin an in- 
fringement by another upon his mark, it was held that his recognition in 
this agreement of an apparently prior right did not invalidate his title 
nor imperil the good will he had established (Tetlow v. Tappan, 85 Fed. 
Rep., 774). 

In a suit decided by the United States Circuit Court of Appeals eighth 
circuit, the facts were, that about the year 1860, a preparation began 
to be sold in the city of New York, under the name “Antiphlogistine.” 
The sales were very limited, being mostly to dentists, or to dental supply 
houses. The preparation was not known to the drug trade. The defend 
ant, in the vear 1893, adopted the same mark for an antiseptic dressing, 
without any knowledge of its use by the New York firm. It advertised 
extensively from the beginning throughout the United States. In 1806, 
the defendant first heard of the use of the mark by the New York house 
In a suit for injunction, brought by the first user, the Circuit Court of 
Appeals said the complainant’s right to the injunction depended upon 
whether complainant had made such use of the word as to cause his 
preparation to be known and recognized in the market by that name, and 
failing to show this, complainant was not entitled to relief (McMahon 
Co. v. Denver Chemical Mfg. Co., 113 Fed. Rep., 468). 
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The decision of the United States Circuit Court of Appeals in the 
“Baltimore Club” case, is probably the most explicit recognition of co- 
ordinate rights in the same trade-mark within distinct territories, that 
has thus far been rendered While refusing an injunction to the first 
user of the mark in Baltimore against the later user of the mark in New 
York, the court said, it was not to be understood that the defendants 
were entitled to offer whiskey for sale under the name “Baltimore Club” 
within the city of Baltimore, where the complainant had long been en 
gaged in trade under the same name, nor that the defendants might sell 
elsewhere than in the locality where they had hitherto carried on business 
(Carroll & Sons Co., v. McIlvaine & Baldwin, 183 Fed. Rep., 22). 
Such a divided ownership in a trade-mark has long been recognized 
by the law of Great Britain. This rule is embodied in the trade-mark act 
of 1905, sections 19-21 permitting more than one registration, where con- 
current use in good faith is shown. Remarking upon these sections, Lord 
Justice Moulton, the author of the measure said, “All of us know the 
Badger case I think, where there was one tradesman up in the north of 
England and another, I think in the west of England, whose businesses 
never clashed, and who had each used the same trade-mark. It was 
absurd to say that with proper limits as to mode and place of use, these 
two trade-marks should not be recognized, and if recognized, they should 
certainly be able to be on the register” (Transactions of the Chartered 
Institute of Patent Agents, 1905-6, p. 54). 
The same rule is recognized in the law of Australia. The common- 
} wealth trade-mark act of 1905, section 28, has a provision similar to that 
of the British law relative to concurrent registrations. Prior to the enact- 
ment of this statute, each state of the commonwealth had its own regisra- 
tion act, and it was not infrequently found that the same mark had been 
registered in the different states for different owners. When the federa- 
tion was formed and the commonwealth act passed, this situation had to 
be provided for, and it now happens that under the commonwealth act, 
trade-marks are registered to different proprietors with restrictions con 
fining the use by the several registrants to particular and distinct states. 
The courts of the United States have recognized the title to a trade 
mark in the United States as something distinct from and independent of 
the title to the same trade-mark in foreign countries, holding that the 
ownership of a mark in the United States is to be determined by the 
question of priority of use in this country and that the rights of the 
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first user here are superior to the rights of a prior user abroad. (Richter 
v. Reynolds, 52 Fed. Rep., 445, 59 Fed. Rep., 577; Kathriener’s Malsz- 
kaffee Fabric v. Pastor Kneipp Med. Co., 87 Fed. Rep., 321; City of 


‘arlsbad v. Kutnow, 71 Fed. Rep., 167; Vacuum Oil Co. v. Eagle Oil Co., 
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UNITED STATES DISTRICT COURT 


W. F. & Joun Barnes Co. v. VaNDycK-CuurcHiL Co., et al. 





(207 Fed. Rep., 855.) 


Southern District of New York, June 11, 1973. 








Proper NAME—RIGHT To USE : 
In the absence of contract, fraud or estoppel, a man may use his 
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own name in all legitimate ways, and as a whole or a part of a cor- 
porate name. The use by a man of his own name in the last mentioned 
way is not per se unfair competition, though the name be also part of 
the corporate name of an earlier corporation in the same business in 
which he was previously interested. 


In equity. On final hearing. 


Ofeld, Towle, Graves & Offield, (Charles K. Offield, of 
counsel), for complainant. 

Luther L. Miller, (Duncan & Duncan and Lincoln B. Smith, 
of counsel), for defendants. 


Mayer, District Judge—The complainant is a corporation 
doing business at Rockford, IIl., and engaged in manufacturing 
a line of machinery, including foot and hand power machinery, 
for use by carpenters and cabinet makers, scroll and jig saws, 
lathes, grinders, upright drilling machinery (sometimes called 


“ 


drill presses”), and horizontal or radial drills. 

The defendant Vandyck-Churchill Company is a corpora- 
tion doing business in the city of New York, and engaged in 
selling tools and machinery, and, at the time the bill was filed, 
was the agent for the sale in that city and contiguous territory 
of the drill presses manufactured by the Barnes Drill Company, 
a corporation doing business also at Rockford, IIl. 

The controversy is really between the complainant and the 
arnes Drill Company. Briefly stated, complainant charges un- 


B 
fair competition, and in its bill prays for an injunction against 


defendants, restraining them from (1) manufacturing, hand- 
ling, selling, or advertising in any manner upright drills, not 
made by complainant, having the word “Barnes” in any manner 
associated therewith, either alone or in connection or combina- 
tion with other words; or (2) representing such drills to be 

sarnes” or “Barnes drills”; or (3) handling, selling, or caus- 
ing to be manufactured upright drills made in imitation of the 
external appearance of the drill made by complainant. 


Although the record is not lengthy, the exhibits are many; 
but the facts upon which the decision must rest are few and 
simple. 


John Barnes, W. F. Barnes, and Benjamin F. Barnes are 
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brothers; John being the eldest, and B. F. the youngest. About 
1872 W. F. and John entered into a partnership under the name 
of WW. F. & John Barnes, and manufactured certain classes of ma- 
chinery and implements, and ultimately some upright drills. 
B. F., during the partnership, with unimportant intervals of ab- 
sence, was in the employ of his brothers, and, during most of 
the time, was the superintendent of the factory. 

In 1884 the three brothers joined in incorporating a com- 
pany under the name of W. F. & J. Barnes Company (after- 
wards W. F. & John Barnes Company) ; the greater part of the 
stock being held by the older brothers. B. F. was the vice-presi- 
dent of the company until 1895, and the owner of some stock. 
His duties were those of a superintendent, and his testimony 
and that of his brother W. F. is that he helped design some of the 
articles manufactured by the corporation. 

3ecause of capable business methods and the excellent 
character of its output, the corporation built up a large business, 
developing a substantial success in what are known as “standard- 
type upright drills,” although this line was but a part of the gen- 
eral business of the company. 

B. F. retired from the W. F. & J. Barnes Company in 1899, 
without any agreement on his part restricting his continuance 
in business or the use of his name. He designed a new type of 
drill, and for its manufacture he organized the B. F. Barnes 
Company, incorporated under the laws of Illinois in 1899. 

In 1907 B. F. retired from this B. F. Barnes Company, sell- 
ing his stock, and not making any agreement that he would not 
engage in the manufacture of drills, or that he would not use his 
own name in such business as he might enter into. Shortly 
thereafter B. F. Barnes Company adopted another name. 

In association with some others, B. F. organized a com- 


pany in 1907 under the laws of Illinois, incorporated as the 


Barnes Drill Company, and of this company he is the president 


and general manager, and the owner of the majority of the 
stock. He is, in effect, the sole manager of the Barnes Drill 
Company, and that company is manufacturing a drill designed by 
B. F., which, for brevity, will be called the “B. F. drill.” 


It is urged by complainant that the words “Barnes” and 
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“Barnes drill” have acquired a secondary meaning, and that the 
complainant is the sole owner of these words as applied to up- 
right drills and their manufacture, and, in brief, that no one else 
may use these words in connection with the sale and exploitation 
of drills of this general type. 

It may be assumed, for the purposes of this case, that the 
words “Barnes” and “Barnes drill” have acquired the secondary 
meaning contended for; but, nevertheless, the complainant can 
not prevail, because, even with this assumption, it has failed to 
sustain its charge against the defendants and their principal—on 
the contrary, the conduct of the Barnes Drill Company has been 
such as to negative satisfactorily the charge of unfair competi- 
tion. 





It is apparent that the litigants desire a decision squarely on 
the merits, and therefore no time need be spent upon the techni- 
cal status of the formal defendants to the action. 

The testimony shows a single sale of a B. F. drill to a Mr. 
Hurd by Mr. Mawby, a salesman of Vandyck-Churchill Com- 
pany. ‘This latter concern has its salesroom in Liberty street, 
in the borough of Manhattan, city of New York; and in that 
street is also the well-known house of Manning, Maxwell & 
Moore, who are agents for complainant in New York and neigh- 
boring territory. 

There is no significance in the fact that Vandyck-Churchill 
Company has its sales office in Liberty street, for that is well 
known as a machinery street or section, and Vandyck-Churchill 
Company does a general business, in which the sale of the B. F 
drills was merely an incident. 

The nature of the article is such that it can not be supposed 
that purchasers buy drills without care, examination, or con- 
sideration. We are not dealing with some article of merchan- 
dise easily the subject of mistake by the buying public, but with 
an important machine, involving a substantial expenditure, and, 
while there may be an occasional careless purchaser, it is obvious 


that the men who purchase such machines are usually expert, 
and know exactly what they want. The testimony of Mr. Hurd 
is not convincing, if it is sought to create the impression that he 
thought he was buying a drill made by complainant. The testi- 
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mony of Mr. Mawby, the salesman, relates the transaction as it 
might have been expected to happen. In brief, his testimony was 
that Mr. Hurd examined various drills, and selected the B. F. 
drill, because he needed such a drill promptly, and it suited his 
purposes. Hurd asked Mawby to put his price quotation in writ- 
ing, and then he (Hurd) would confirm the order after he 
reached his office. The quotation letter written in accordance 
with this request was immediately made out and delivered to 
Hurd while he was still in the salesroom, and this letter and the 
invoice accompanying the same described the drill as “one 20- 
inch Barnes Drill Company’s drill press back-geared,” and there 
was not the slightest attempt at deception. Even to an inexpert 
eye the B. F. drill was markedly different in appearance from the 
drills of other concerns, including that of W. F. & John Barnes 
Company, as is graphically set forth in the photographs opposite 
page 8 of the brief of defendants. On the machine itself are the 
words “Barnes Drill Co. Inc. 1907. Rockford, Ill.” 

In determining whether unfair competition exists, it is, of 
course, well settled that actual deception need not be shown; but 
when an incident occurs which may be regarded as the most 
favorable that may be presented on behalf of a complainant, such 
an incident is serviceable as showing the methods employed, 
with a view of determining the character of the competition. 
Quite irrespective of the testimony as to this single transaction, 
no one could be misled (in the absence of actual misrepresenta- 
tion) into believing that the B. F. drill was sold as if coming from 
complainant company. 

It scems unnecessary to review the evidence in detail. It 
may be that, because of the word “Barnes” appearing in the 
corporate name of each of these corporations, there has been 
some confusion in the mail; but that confusion has been slight, 
and apparently quickly remedied, and the defendant has not, by 
any trick or unfair dealing, availed of any business which might 
have been procured by reason of the misdelivery of mail, and, 
indeed, the Barnes Drill Company has been put to quite as much 
inconvenience as complainant. It may also happen that the name 
“Barnes” may help the Barnes Drill Company as an incident in 
its business: but for such a result, in the absence of unfair com- 
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petition, the complainant can have no recovery against defend- 
ants. 

It appears that defendant is marketing only the type of drill 
which I have called the B. F. drill, and at a price considerably in 
excess of the standard-type upright drills of complainant. There- 
fore, upon the record in this case, | conclude that the defendants 
have not done any acts in any way to constitute unfair competi- 
tion, and the only theory upon which complainant could recover 
would be that the Barnes Drill Company was not entitled to use 
the word “Barnes” or the words “Barnes Drill” as a part of its 
corporate name. 

Counsel for both sides have analyzed with care certain well- 
known and leading cases on unfair competition; but it seems to 
me that the case of Howe Scale Company v. Wyckoff, et al., 198 
U. S., 118, 25 Sup. Ct., 609, 49 L. Ed., 972, is controlling and all 
the authority that defendants need. The last paragraph of that 
case states the law as applicable here, when Mr. Chief Justice 
Fuller says: 


“We hold that, in the absence of contract, fraud, or estoppel, any man 
may use his own name, in all legitimate ways, and as the whole or a part 
of a corporate name. And, in our view, defendant’s name and trade-mark 
were not intended or likely to deceive and there was nothing of substance 
shown in defendant’s conduct in their use constituting unfair competition, 
or calling for the imposition of restrictions, lest actionable injury might 
result, as may confessedly be done in a proper case.” 

In the case at bar, B. F. Barnes is using his surname legiti- 
mately in the corporate name of Barnes Drill Company. In his 
instance, it is not a mere pretense, nor was he some person un- 
familiar with the business, whose name was brought or used for 
purposes of fraud; but he was pursuing the avocation of a life- 
time in a corporation of whose stock he was the majority owner, 
and of whose affairs he was the active manager. 

If, at some future time, the Barnes Drill Company puts on 
the market drills in appearance like those of the complainant, and 
advertises or otherwise conducts its business in such a way as to 
create the impression that the Barnes Drill Company is the W. F. 
& John Barnes Company, or is selling their drills, then a dif- 
ferent situation may be presented. 


But here the defendant is in even a stronger position than 











DANZIGER, ET AL. V. GOTTLIEB 543 


were the defendants in the Howe Scale Case, supra. The general 
purchasing public buys typewriters, and might very well be at- 
tracted by the name of the maker; but here we have a trade 
article, bought in most, if not all, instances by skilled men, who 
usually purchase intelligently and-deliberately. The case does not 
involve any far-reaching question, but merely a determination of 
the facts in accordance with familiar principles. 

The bill is dismissed, with costs. Settle decree on five days’ 
notice. 





NEW YORK SUPREME COURT 
DANZIGER, et al. v. GOTTLIEB. 
(141 N. Y. Supp., 739.) 
Appellate Division, First Department, May 16, 1913. 


[NJUNCTION—CONTEMPT. 

\ defendant who had been enjoined from using the name “Lenox” 
in the sale of waists, and who merely changes his trade-name from 
“Lenox Waist Mfg. Co.” to “Lenox Dress Mfg. Co.,” and continues the 
sale at the same place, of waists made elsewhere and labeled “Prefer- 
ential” is guilty of contempt and should be punished accordingly. 

Appeal from an order of the special term, New York county, 
denying a motion to punish for contempt. Reversed. Motion 
granted. 

Before INGRAHAM, P. J., and McLAuGHLIN, LAUGHLIN, 

CLARKE and Scort, JJ. 


Otto C. Sommerich, of New York City (Maxwell C. Katz, 
of New York City, on the brief), for appellants. 
Charles Eno, of New York City, for respondent. 


LAUGHLIN, J.—On the 2d day of May, 1913, this court re- 
versed an order denying a motion to punish the defendant for 
contempt, and granted the motion, and imposed a fine and costs 

The contempt for which the defendant was then fined, and 
on which the second application to punish him was based, was 
for violating the final judgment therein whereby it was— 
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“ordered, adjudged and decreed that the defendant, his agents, servants, 
and attorneys, be and they and each of them are hereby permanently 
enjoined and restrained from in any way or manner using the name 
‘Lenox’ in connection with the manufacture and sale of waists, and from 
using the name ‘Lenox’ upon any tags, stationery, cards, or other things, 
or signs of the defendant in connection with the manufacture and sale 
ot waists. 

The defendant was then doing business under the name 
“Lenox Waist Manufacturing Company.” The first proceeding 
to punish him for contempt was based on a violation of said 
decree by continuing to do business under the same name. Subse- 
quent to the entry of the decree, the defendant changed the name 
of his business to “Lenox Dress Manufacturing Company,” and 
continued it at the same place under that name. He then ceased 
to manufacture waists as separate garments at that place; but 
he continued to sell waists there which he had manufactured at 
another place and designated by tags attached thereto as “Pref- 
erential” waists. 

Both the dignity of the court and the rights of a party at 
whose instance an injunction is issued require that it shall 
be fairly observed; and the court may and should punish a plain 
evasion, as well as a direct violation thereof. Mayor v. N. Y. & 
S. I. Ferry Co., 64 N. Y., 622; Brown v. Braunstein, 86 App. 
Div., 499, 83 N. Y. Supp., 798; Hildreth v. McCaul, 70 App. Div., 
615, 74 N. Y. Supp., 1075; Devlin v. Devlin, 69 N. Y., 212, 25 
Am. Rep., 173; Fischer v. Blank, 81 Hun, 579, 31 N. Y. Supp., 
10. The manufacture and sale of dresses, which includes waists, 
either as separate garments or united with skirts, under the name 
“Lenox Dress Manufacturing Company,” was a plain violation 
of the decree, as was likewise the sale of waists at a place 
of business conducted under the name “Lenox Dress Manu factur- 
ing Company,” notwithstanding the fact that the waists were 
manufactured elsewhere and were tagged with the name “Pref- 
erential.” It is inconceivable that the defendant could have acted 
in good faith toward the decree of the court in thus continuing 
business; and the inference is irresistible that in defiance of 
the decree of the court he refused to discontinue the use of the 


name “Lenox,” and determined to secure whatever advantage or 


prestige he could in the use of that name in his business in 
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manufacturing and selling waists, either as separate garments 
or attached to skirts and forming parts of dresses. 

It follows that the order should be reversed with $10 costs 
and disbursements, and the motion granted, with $10 costs, and 
that a formal order should be entered adjudging defendant guilty 
of contempt of court and fining him $250 therefor, and providing 
that he shall stand committed until the same is paid. All concur. 


Robert S. DENHAM Co., INc. v. SALT. 
(143 N. Y. Supp., 892.) 
Appellate Division, First Department. November 7, 1913. 


UNFAIR COMPETITION—TEMPORARY INJUNCTION. 

In an action against a former employe of plaintiff, to enjoin the use 
of certain business forms, if it is uncertain whether such forms wer 
devised by plaintiff's president, or by the defendant, a preliminary in- 
junction should not be granted. 


\ppeal from an order of Special Term, New York County, 
granting an injunction pendente lite. 


Before INGRAHAM, P. i, and CLARKE, Scott, DowLInc, and 
Horcukiss, JJ. 


Albert P. Massey, of New York City, for appellant. 


George P. Breckenridge, of New York City, for respondent 


Scorr, ].—This is an action to restrain what 1s alleged to be 


~ 


unfair competition with plaintiff's business on the part of a 


; former employe. In so far as the defendant is accused of using 
; unfair means to attract business, we scarcely think that plaintift 
has made out a case. The chief contention is as to defendant’s 
right to use in the transaction of his business certain forms, con- 
sisting of sheets of paper ruled in a certain manner and designed 
for the ready tabulation of items of work in machine shops and 
like establishments. It is disputed whether these forms were 
devised by plaintiff’s president or by defendant. That is a ques- 


: tion of fact which, if important, can best be determined on the 
trial. In any event plaintiff’s grievance is rather that defendant 
has copied its methods of doing business than that he has used 
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unfair means to attract business. We do not think that, upon 
the papers before us, plaintiff has made out a case for an in- 
junction pendente lite. This has nothing to do with the question 
whether or not it may be entitled, upon the facts shown on the 
trial, to a permanent injunction. 

The order appealed from must be reversed, with $10 costs 
and disbursements, and the motion for an injunction pendente lite 
denied, with $10 costs. All concur. 


HASLINGHUIS, et al. v. HENCKEN, HAAREN & Co. 
(143 N. Y. Supp., 1095.) 
Appellate Term, First Department, July 7, 1913. 


1. GENERAL Business LAw—CONSTRUCTION. 

The General Business Law of New York, imposing a penalty upon 
any person who uses a bottle with another’s filed trade-mark stamped 
thereon, is penal, and must be strictly construed. 

GENERAL Business LAW—PUuBLICATION. 

The requirements of the General Business Law that any person 
filing a description of a trade-mark shall in New York and Kings 
counties publish the same once a week for three weeks in two daily 
newspapers, must be strictly compiled with. 


ND 


Appeal from judgment of the Municipal Court, Borough of 
Manhattan, Ninth District, in favor of the plaintiffs. Reversed. 


Before SEABURY, PAGE and Bryur, JJ. 


Sayers Bros., (H. Schieffelin Sayers, of counsel), for appell- 
ants. 
George W. Tucker, Jr., for respondents. 


PacE, J.—This action was brought to recover the penalty 
prescribed for a violation of section 367 of the General Business 
Law, in refilling a bottle upon which was an alleged filed trade- 
mark. The plaintiffs proved that the trade-mark was filed in the 
office of the Secretary of State and in the office of the clerk of 
New York county, and the publication thereof in the New York 
Law Journal for the required period. 

Section 367, however, provides that in New York, and Kings 
counties the publication shall be “daily in two newspapers.” This, 
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being a penal statute, must be strictly construed, and plaintiff 


must show that he has complied with each and every requirement 


thereof in order to claim its protection and enable him to recover 


the penalty therein provided. This case is distinguishable from 
the case of Mackie & Coy, Distillers, Limited v. Hencken, Haaren 
& Co., Inc., decided at this term (no opinion filed). In that case 


the trade-mark was filed in the Queens county clerk’s office, in 


which county the statute requires the publication in one news- 


paper. 


Judgment reversed, and new trial granted, with costs to 


appellants to abide the event. All concur. 


nN 


os) 


CALIFORNIA DISTRICT COURT OF APPEAL 
Los ANGELES CREAMERY Co. v. J. R. NEwBERry Co. 
(132 Pacific Rep., 289.) 

Second District, March 31, 1913. 


INFRINGEMENT—COMPLAINT—GEOGRAPHICAL TERM. 

A complaint which alleges plaintiff's use since 1907 of the name 
“Santa Ana” as a trade-name for butter, defendant’s use thereof 
on butter of an inferior grade, and the deception of the public thereby 
with respect to the origin of the goods, sets forth no cause of action, 
since the name is not one that can be appropriated as a trade-mark. 

I NFRINGEMENT—COMPLAINT—TRADE- M ARK—ASSIGN MENT. 

A trade-name is assignable only in connection with the good will 
of the business in which it is used and a complaint is insufficient which 
fails to show the passing of such good will in connection with the 
trade-mark. 

I NFRINGEMENT—COMPLAINT—GEOGRAPHICAL TERM—DECEPTIVE USE. 

The use of a geographical term for trade purposes is equivalent 
to a statement that the article is produced at the place indicated. 
Hence a complaint for infringment of such a name is insufficient which 
fails to allege facts showing that the mark is properly used by the 
plaintiff. 

I NFRINGEMENT—COMPLAINT—GEOGRAPHICAL TERM. 

A complaint for infringement of a trade-name, a geographical 
term, is insufficient if it does not allege the use of any artifice or 
contrivance, other than the use of the name, calculated to deceive the 
purchasing public. 


Appeal from judgment of the supreme court, county of Los 


Angeles, in favor of defendant. Affirmed. 
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Hatch, Lloyd & Hunt and Lloyd, Hunt, Cheney & Geibel, 
all of Los Angeles, for appellant. 
Haas & Dunnigan, of Los Angeles, for respondent. 


ALLEN, P. J—The complaint of plaintiff alleged that in 
1907 plaintiff purchased from H. A. Bingham Company (a cor- 
poration) the exclusive right to the use of the trade-name “Santa 
Ana” as applied to the manufacture of butter, being words so 
used by said Bingham corporation and its predecessors for many 
years; that plaintiff adopted said words as a name under which 
to sell its butter in this state; that said words are printed upon the 
labels under which said butter is marketed; that plaintiff manu- 
factures a superior grade of butter, and the same has become 
favorably known, and a large remunerative trade has resulted 


in consequence; that defendant is advertising and selling an 


inferior grade of butter and marketing the same under the brand 
“Santa Ana” butter, which name it prints upon the labels and 
advertises the same, thereby inducing the public to believe the same 
is plaintiff’s butter; that the city of Santa Ana is not a center of 
butter manufacturer, nor noted for its superior grade of butter; 
that defendant has thus entered into and continues unfair com- 
petition with plaintiff. The prayer of the complainant is for an 
injunctional order preventing defendant from selling or offering 
for sale as “Santa Ana” butter any butter other than that 
manufactured by plaintiff, or from doing any acts calculated to 
deceive the purchasing public as:to the character of butter so 
sold, or interfering with plaintiff’s established business and 
property, and for damages. Defendant interposed a general de- 
murrer to the complaint, and demurred specially upon the grounds 
that it can not be ascertained from the complaint whether plain- 
tiff intends to allege that butter is not manufactured at said town 
in great quantities, or whether it is intended to allege that none 
is there manufactured; and further that the complaint is uncer- 
tain in not designating the location of the city of Santa Ana, or 
to what city of that name plaintiff refers. The demurrer was 
sustained by the court below, and, the complaint not being 
amended, judgment went for defendant, from which judgment 
an appeal is taken by plaintiff. 
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It sufficiently appears from the complaint that the words 
“Santa Ana” so employed refer to a city or locality of that 
name, and that the injunction is sought to restrain defendant 
from using the words “Santa Ana” as a name for butter mar- 
keted by it. Construing the complaint liberally, as by our code 
required, it nevertheless is susceptible of no construction other 
than an admission that Santa Ana is a city where butter in other 
than great quantities is produced, and it must follow that the 
words “Santa Ana butter’ are descriptive of the place of manu- 
facture, and therefore, under section gg1 of the civil code, 
can not be exclusively appropriated as a trade-mark or name. 

A case is not presented by the complaint where one buys 
an established business with its good will and thereby acquires 
the rights of the vendor in a trade-name; but, on the contrary, 
the plaintiff only claims to have purchased the right to the trade- 
name .a d alleges no facts tending to show that it 1s a successor 
in any sense of the business of the Bingham Company. Assum- 
ing that a name descriptive of the place where a thing is pro- 
duced may be used as and become a trade-name entitling the 
user to protection in the use thereof, and a right to use which 
would pass by a sale of the business and good will, as would 
seem to be the doctrine of Millbrae Co. v. Taylor, 37 Pac., 235, 
25 L. R. A., 193, still that case restricts the use to the time in 
which it correctly represents the place of production and only 
countenances a transfer of the descriptive word as being a part 
of the good will of the business purchased. We are of opinion 
that under the facts set forth in the complaint no right or prop- 
erty passed to plaintiff by the attempted purchase of a trade- 
name as descriptive of a place where a thing is produced. In 
addition, the case sought to be made out by plaintiff in its com- 
plaint is clearly within the rule approved in Joseph v. Macowsky, 
96 Cal., 521, 31 Pac., 915, 19 L. R. A., 53: “Courts of equity 
will not interfere by injunction, where there is any lack of truth 
in the plaintiff’s case; that is, where there is any misrepresenta- 
tion in his trade-mark or labels.” The use by plaintiff of such 
trade-name amounts to a representation that its product is that 
of Santa Ana or vicinity. Plaintiff in its complaint does not 
state any facts from which the truth of this can be reasonably 
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inferred; and if not so produced at such place, plaintiff's labels 
are false and misleading and it is not entitled to relief. 

Were this last-named rule not applied, and were we to 
eliminate all matters with reference to the use of the words 
“Santa Ana,” there would remain a question as to the sufficiency 
of the complaint to show that the defendant, a tradesman, re- 
sorts to the use of some article or contrivance for the purpose 
of representing his goods as the goods of a rival tradesman, 
thereby deceiving the public by causing them to trade with it 
when they intended to and would otherwise have traded with 
its rival, which, if shown, is said by our supreme court in 
Dodge Stationery Co. v. Dodge, 145 Cal., 387, 78 Pac., 879, to 
be a fraud which a court of equity will not allow to thrive. It 
will be observed that the complaint does not intimate that the 
butter which plaintiff markets is produced or manufactured at 
or in the vicinity of Santa Ana; nor does it allege that defend- 
ant’s butter is other than that produced at or in the vicinity of 
such place; nor is there any suggestion that the labels, style of 
packing or any other matter or thing employed by defendant 
is in imitation of plaintiff's goods, outside of the employment of 
the words “Santa Ana” printed on the labels, and the oral rep- 
resentations and advertisements that defendant’s butter is genu- 
ine Santa Ana butter. As to the printing of the words upon 
the label, plaintiff’s exclusive right must exist only if the words 
are a valid technical trade-mark or name. J/talian-Swiss Colony 
v. Italian Vineyard Co., 158 Cal., 256, 110 Pac., 913, 32 L. R. A. 
(N. S.), 439. The truth of the representations of defetdant as 
to the genuineness of its butter is not controverted. We are un- 


able to construe the complaint as stating facts indicating the 
employment of artifices calculated to deceive or to constitute 
any infringement upon plaintiff's rights of property. 

We are of opinion, therefore, that the demurrer was prop- 
erly sustained, and the judgment is affirmed. 

We concur: JAMEs, J.; SHaw, J. 
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SUPREME COURT OF PENNSYLVANIA 


|. S. OcttviE PuBLISHING Co. v. Roya, PUBLISHING Co. 


(88 Atlantic Rep., 316.) 
May 5, 1913. 


1. UNFAIR COMPETITION—ILLUSTRATION AND BINDING OF Books. 

The imitation of the color, illustrations, style and distribution of 
printing used upon the covers of plaintiff's books, and the use thereof 
in the publication of a similar series of detective stories, is unfair 
competition and should be enjoined. 


2. UNFAIR COMPETITION—INJUNCTION—SCOPE. 


An injunction which forbids the publication of any series of books 
in imitation of plaintiff's is too broad, where the only unfair competi- 
tion is in the imitation of plaintiff's covers, and should be so modified 
as not to affect the right to publish books which do not offend in 
this respect. 

Appeal from judgment of court of common pleas, county of 
Philadelphia, in favor of plaintiff. Affirmed. 


Fred Taylor Pusey, for plaintiff. 
Charles L. Lockwood and Henry J. Gibbons, for defendant. 


The plaintiff, a publishing company, had been for twelve 
years publishing a series of detective stories under the name 
of the Old Sleuth Series, with a distinctive cover printed on 
yellow paper, having the title of the story in black ink, and the 
title of the series, the name of the author and the publisher in 
red ink, and illustrated with a picture design illustrating some 
incident of the story contained in the book. The pictures were 
original sketches made by the plaintiff's artists. This style of 
cover had been used by plaintiff since it began to publish the 
series in question, and because of the extensive advertising and 
sale which the publications had enjoyed in the United States, 
the cover had become distinctive of the series. 

The defendant bought certain copyrighted stories by the 
same author, who wrote under the pseudomym of “Old Sleuth” 
and began to publish these books, putting covers on them in 
imitation of the plaintiff’s, resembling them in size, style, color 
of paper, arrangement, and displaying the identical pictures 
which the plaintiff had long used. 
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Plaintiff brought suit to enjoin the publication and sale of 
these books, and a preliminary injunction was granted. An 
answer was interposed and the case came on for final hearing. 
The court found the facts in favor of the plaintiff, and perpetu- 
ally enjoined the defendant from “publishing or selling any book 
or series Gf books in imitation of the series of books issued by 
plaintiff.” 


ELKIN, J.—This bill was filed to restrain defendant from 
selling or publishing books in imitation of complainant’s publi- 
cations, as set forth in various paragraphs of the bill, either by 
printing the same with yellow covers in red or black ink or 
similar style and arrangement to that used by plaintiff in its 
publication, or with picture illustrations or designs in imitation 
of those used by the plaintiff. The relief asked included a 
prayer for an injunction to enjoin defendant from publishing 
and selling any series of books in imitation of publications issued 
by the plaintiff and known as “Old Sleuth’s Own” series. The 
proofs showed that the matter complained of was the attempt 
of appellant to imitate the designs, illustrations, style, and ar- 
rangement of appellee’s book covers and use them on similar 
publications of appellant for the purpose of misleading the 
public. The learned court below found all the material facts 
against appellant, and as we read the record no other findings 
could have been made without disregarding the proofs. On ap- 
peal these findings of fact are binding on this court, unless the 
evidence is not sufficient to sustain them, or upon the record 
presented there was palpable error. The evidence is ample to 
sustain the findings, and there is no manifest error. On _ this 
branch of the case nothing further need be said. 


It is argued that the decree is too broad and comprehensive, 
and may have the effect of enjoining appellant from publishing 
books it otherwise would have the right to print and publish 
even if the designs, illustrations, style, and arrangement of its 
book covers are not made in imitation of those of appellee. The 
decree is very general in its terms, and the objection made is 
not without some foundation. Just what is meant by the words 
“publishing or selling any book or series of books in imitation of 
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the series of books issued by plaintiff” is not very clear, nor 1s 
there anything in the decree to define how far-reaching this 
injunction may be. It is conceded that there is no question of 
copyright, or of statutory or registered trade-mark involved in 
this case. Unfair competition in trade is relied on as the ground 
upon which equitable relief is asked. Surely plaintiff has no 
right to ask that the defendant be enjoined from publishing a 
series of books just because the publications complained of may 
be printed with the same kind of type, or upon the same size 
of paper, or be bound in the ordinary way of binding publications 
of the character involved in this case. What plaintiff did com- 
plain of was that the designs, illustrations, style, and arrange- 
ment of its book covers had been imitated by appellant in such 
a way as to deceive the public and injure it. Under the facts 
found by the learned chancellor plaintiff was clearly entitled 
to the protection sought in the filing of its bill in so far as de- 
fendant imitated the covers with their designs, illustrations, style, 
and arrangement. We do not undertake to say what 
books, or series of books, defendant has the right to 
publish ; but a decree which may be understood as enjoining him 
from the publication of any series of books or a particular series, 
on the ground that he had simulated the covers of another pub- 
lisher, is too broad and might be misleading. The proofs and 
the findings show that the defendant did simulate the book covers 
of appellee, and the court below was fully warranted in enjoining 
him from doing this thing. But so far as the record discloses 
there is no reason why he should not publish books if he does 
so in a lawful manner and refrains from binding them in covers 
in simulation of those of plaintiff. It may be this was all the 
decree was intended to cover, and if so there could be no just 
ground of complaint; but there is some doubt about this, and 
there should be no uncertainty in a decree awarding an injunc- 
tion. 

We therefore direct that the decree be modified so as to 
enjoin the publication and sale of books bound in covers with 
designs, illustrations, style, and arrangement in simulation of 
those published by plaintiff. In other words, that the decree 
apply to the covers and not to the publication of books which 
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appellant may otherwise have the right to publish. When the 
record is remitted to the court below, the decree will be modified 






in accordance with these suggestions. 
Record remitted, with directions to modify the decree as 
herein suggested. Costs to be paid by appellant. 










COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 






In RE THE ExceELsior SHOE COMPANY. 






(196 O. G., 805.) 









May 26, 1913. 





1. JupicraL NOTICE. 

The rule that a judge is not to shut his eyes to what everybody 
else of intelligence knows, applies with peculiar force in proceedings in 
the Patent Office, for reasons that are obvious. 

2. “Boy Scouts,” For SHOES—DESCRIPTIVE OR DECEPTIVE. 

The words “Boy Scouts” are properly refused registration as a 
trade-mark for shoes, as being either descriptive or deceptive, since 
these words would indicate to purchasers that the particular shoes were 
approved by the association of Boy Scouts and so marked by their 
authority. 









Mr. James Hamilton, for the appellant. 
Mr. R. F. Whitehead, for the Commissioner of Patents. 







Motion for rehearing denied, Oct. 9, 1913. 





SHEPARD, C. J—These separate appeals from decisions of 





the commissioner of patents denying registration of a trade- 
mark involve substantially the same question and have been heard 





as one. 
The trade-mark is the words Boy Scouts, applied to leather 
and canvas shoes for boys, youths, and men. In No. 841 a repre- 






sentation of the mark consists of a youth on horseback, dressed 






in the garb of a cowboy or scout, with the words Boy Scouts 






printed thereunder in conspicuous letters; this is stamped or 






printed on the sole of a shoe. It was shown in the course of the 






application that there was affixed to the boxes containing each 






pair of shoes a label in colors, on which appears not only the 
scout on horseback, but pictures of boy scouts engaged in various 
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sports. The most conspicuous thing in this label is the words 
Boy Scouts in white letters on a red background. It also shows 
that the shoes are manufactured by The Excelsior Shoe Com- 
pany of Portsmouth, Ohio. Each application states that the 
trade-mark has bee: 


continuously used in the business of said corporation since July I, 1910. 


The mark described in No. 842 is a picture of a youth, 
dressed for an outing, who holds in his hands a line, intended to 
represent a lasso, the noose embracing a shoe, and the inter- 
mediate convolutions forming the letters of the word Scout. It 
does not appear what labels were used on the shoe-boxes. 

The mark described in No. 843 is the figure of a fully equip- 
ped boy scout or cowboy on horseback. The accompanying 
label used on the shoe-boxes shows this figure on a circular back- 
ground with the words Boy Scouts in large letters overhead, 
and The Excelsior Shoe Company, Portsmouth, Ohio, under- 
neath. The trade-mark is claimed to be affixed to the goods or 
the packages containing them by means of a printed label. 

The examiner of trade-marks denied registration in each 
case on two grounds: 1. That the mark is the name of a well- 
known organization: 2. That it is descriptive or deceptive. The 
commissioner affirmed the examiner’s decision on the second 
ground, and declared it unnecessary to pass upon the other. 

The appellant contends that as there was no evidence in- 
troduced to show that there is such an association or organiza- 
tion as the Boy Scouts, the commissioner can not take notice of 
the same. The rule that a judge is not to shut his eyes to what 
everybody else of intelligence knows, applies with peculiar force 
in proceedings in the patent office, for reasons that are obvious. 
Taking notice that the “Boy Scouts” is an association comprising 
a great number of youths throughout the United States devoted 
to out-of-door exercises and sports, the commissioner was right 
that their name applied as a trade-mark for shoes was either 
descriptive or deceptive, or both, as indicating to purchasers that 
the particular shoes were of a superior quality approved by the 


association of Boy Scouts, and marked with their name by their 
authority. 
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It is unnecessary to consider other grounds of objection. It 
may be remarked also, that the several applications for the regis- 
tration of these marks are fatally defective in that the accom- 
panying affidavit does not show that the mark has been used in 
commerce among the States, or with foreign nations, or with the 
Indian tribes, as expressly required by the Trade-Mark Act, 


sections I and 2. We are not to be understood as holding that 


the applicant might not obtain registration of the figure repre- 
sented on his label, provided it has not been appropriated by some 
other manufacturer. What we hold is that he can not obtain 
registration for it with the accompanying words “Boy Scouts.” 

The decision in each appeal is affirmed, and this decision 
will be certified to the commissioner of patents. 


[The name “Whitehouse” and the representation of the White House 
at Washington, has been held a valid trade-mark for coffee (Dwinell- 
Wright Co. v. Cooperative Supply Co., 155 Fed. Rep., 909). 

The name “Hotel Astor” has been held to be registrable as a trade- 
mark for coffee (A. F. Bechman & Co. v. Fischer & Co., 157 O. G., 
486). 

The name “Navy” has been held to be registrable for candy, although 
at the time of the decision candy was sold on board the war vessels of 
the United States navy, with the approval of the department. It was held 
that the name did not indicate any official approval of the candy (Ex 
parte, National Candy Co., 156 O. G., 539). 

The name “Quaker” for liquors has been accepted for registration 
in Great Britain, although the application was opposed by the Society 
of Friends, upon the ground that the public would be deceived and led 
to believe that the whiskey was distilled by or under the auspices of that 
society (In re, Ellis, 21 Rep. of Pat., etc. Cases, 617). 

The name “Masonic” has also been held a valid trade-mark in Great 
Britain (Hayward Bros, Ltd. v. Peakall, 26 Rep. of Pat., etc. Cases, 89). 

The records of the United States patent office show numerous regis- 
trations of the words “Shaker,” “Quaker” and “Friends” for a variety 
of articles. 

It is perhaps difficult to distinguish these cases from that above re- 
ported. The court of appeals seems to have overlooked the point that 


was clearly raised in the record, to wit, that at the date when it was 


alleged the mark in question was adopted, the organization of Boy Scouts 
was entirely unknown. It seems to be carrying the doctrine of judicial 
notice to an unwarranted extreme if it is sought to sustain under this 

an assumption as to the existence of an organization and the 
meaning of a term three years prior to the date of the decision. An 
application for re-arguments has been made in these cases to the court 
of appeals of the district of Columbia.] 
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UNIVERSAL. Motor Truck Co. v. UNIvERSAL Moror Co. 


(197 O. G.,, 
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December 1, 1913. 


1. INTERLOCUTORY DECISION OF THE COMMISSIONER OF PATENTS—APPEAL 
THEREFROM. 
The act organizing the Court of Appeals of the District of Colum- 


bia contains no provision for allowing appeals from interlocutory orders 


of the Commissioner of Patents. 
2. INTERLOCUTORY DECISION OF THE COMMISSIONER OF PATENTS—WRIT Ol 
CERTIORARI TO REVIEW. 

A writ of certiorari will not be granted by the Court of Appeals of 
the District of Columbia to review an interlocutory order of the Com- 
missioner of Patents. 

SHEPARD, C. J.—This is an application for appeal by the Uni- 
versal Motor Co., from an interlocutory decision of the Commis- 
sioner of Patents. 

The litigation in the patent office is between the applicant 
for, and the opposer of the registration of a trade-mark. 

Appeals from interlocutory orders of the supreme court 
of the district of Columbia may, by special provision of section 
7 of the act organizing this court, be allowed from interlocutory 
orders; but no such provision is to be found in section 9 which 
confers appellate jurisdiction over the patent commissioner. 
Only final decisions of the commissioner of patents in certain 
cases can be appealed. 

Failing the power to grant an appeal, the applicant prays 
for a writ of certiorari. The grant of a writ of certiorari is the 
function of a court of original jurisdiction when its purpose is 
to obtain review of a final order of an inferior tribunal acting 
in a judicial capacity in a particular case. And in such cases, 
when allowable at all, there must be no other remedy. (Degge 
v. Hitchcock, 229 U. §., 162, 171.) 

This court has only appellate jurisdiction in such cases. 
The petition is dismissed. 
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COMMISSIONER OF PATENTS 
STIER V. MARBURG BROTHERS. 
(196 O. G., 803.) 

October 29, 1913. 


1. CONFLICTING MAarks—“Bos WHITE” AND “QUAIL.” 

Where it appears that marks consisting respectively of the words 
“Bob White” and the representation of a bird and of the word “Quail” 
and the representation of two birds in a field, have been used for a 
long period of time and there is no allegation of confusion, an inter 
ference between these marks should be dissolved. 

REGISTRANT'S Motion to Disso.veE—Dousts RESOLVED IN FAvoR OF THE 
APPLICANT. 

Where in an interference involving an application for registration 
and a registered trade-mark the registrant moves to dissolve, any rea 
sonable doubt should be resolved in favor of the applicant. 


to 


Mr. W. G. Henderson, for Stier. 


Messrs. Meyers, Cushman & Rea, for Marburg Brothers. 


EwInc,. Commissioner.—This is an appeal by Marburg 
Brothers from decision of the examiner of trade-marks refus- 
ing to dissolve the above-entitled interference. 

The motion to dissolve alleged non-similarity of the marks 
and also that the commissioner had no authority to declare the 
interference, as Marburg’s registration had expired. 

The mark shown in the registration consists of the words 
“Bob White” and the pictorial representation of a bird. The 
mark of the application consists of the word “Quail” and the 
pictorial representation of two birds in a field. 

The examiner held that “Bob White” and “Quail” were 

, names interchangeably applied to the same bird and that ordi- 
narily no attention would be paid to the use of different terms 
to designate the same bird. 

While it is true that the names “Bob White” and “Quail” 
are applied to the same bird, it is not believed that that fact 
would be likely to confuse the ordinary purchaser of smoking- 
tobacco. 


In Gaines & Co. v. Knecht & Son (123 O. G., 657; 27 
App. D. C., 530) a mark consisting of the words “Old Crow” 
and the picture of a crow was held not to conflict with a mark 
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consisting of the words “Old Jay” and the representation of a 
jay. In the case of Summit City Soap Works v. The Standard 
Soap Co. (174 O. G., 587; 37 App. D. C., 604) the court, in 
holding that a mark consisting of the head and shoulders of a 
mammoth associated with the word “Mammoth” did not conflict 
with a picture of two elephants and the words “Rub-no-More- 
Soap,” referred to the prior decision in Nestle & Anglo-Swiss 
Condensed Milk Co. v. Walter Baker & Co. (167 O. G., 765; 
37 App. D. C., 148) and pointed out that any tendency to con 
fusion by reason of the pictures was obviated by the difference 
in the words associated therewith. 

It appears that these marks have been concurrently used 
for a long period of time, and there is no allegation of any con- 
fusion arising in the minds of the public from such use. 

Furthermore, it is to be noted in this case that the registrant 
is moving to dissolve—in other words, that it is consenting to 
the registration of applicant’s mark. Under these circumstances, 
as pointed out in the case of J. & Riley Carr v. The William 
Schollhorn Co., et al., (181 O. G., 265), any reasonable doubt 
on the question of registrability should be resolved in favor of 
the applicant. 

In view of the above holding it is not necessary to consider 
whether the mark shown in the expired registration is a known 
mark within the meaning of section 7 of the Trade-Mark Act. 

The decision of the examiner of trade-marks is reversed 


EX PARTE, SHER. 


October 28, I9T?. 
SPECI MENS—Proor-Col Not SUFFICIENT. 
Specimens which are proof-copies of the trade-mark do not satisfy 
the requirement of the statute, being memerly duplicates of the draw- 
ing. 
2. SPECIMENS—REQUIRED FOR ALL Goons CLAIMED. 
Where the goods specified fall within the purview of the Food and 
Drugs Act, it is proper to require the applicanc to file a specimen of 
the mark as used upon each of the goods claimed. 


Mr. Lester F. Dittenhoefer, for the applicant. 
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EWING, Commissioner.—This is a petition from the action 
of the examiner requiring further specimens. 

Section 1 of the Trade-Mark Act- provides that with his 
statement an applicant shall file— 


such number of specimens of the trade-mark as actually used, as may 
be required by the Commissioner of Patents. 

Rule 22 (e) requires that five specimens be filed. 

The alleged specimens filed are not the specimens of the 
trade-mark as actually used, but proof-copies. They are merely 
duplicates of the drawing, and if this were sufficient there would 
be no reason for the requirement in the Trade-Mark Act. The 
act obviously intended that the application should be accompanied 
by labels or specimens showing the mark as actually used in 
commerce. 

The examiner further required that applicant furnish one 
specimen showing use of the mark upon each of the goods named 
in the application. This has been the practice for several years, 
following the decision in ex parte, Barclay and Barclay, (135 
O. G., 217), where the goods are those which come within the 
purview of the Food and Drugs Act. The purpose of this re- 
quirement is to determine whether the mark is actually decep- 
tively used. The recent decision in ex parte, American Talc 
Company, (195 O. G., 274), is not regarded as overruling this 
practice. It is believed to be proper for this office to refuse 
registration where the specimens filed show a deceptive use of 
the mark, and in order to determine whether the mark is so used 
it is obviously necessary that labels be furnished corresponding 
to each of the goods claimed. 


If applicant is actually using the mark on all the goods 
named, it is no hardship that he be required to furnish the labels. 
If he is not using it on these goods, then under the act itself he 
is not entitled to register a mark for such goods as he is not 
using it on. 


The decsion in ex parte, Moline Automobile Company, 
(193 O. G., 219), has no bearing on the present case, since the 
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goods specified therein do not fall within the purview of the 
Food and Drugs Act. 
The petition is denied. 


UNIVERSAL Motor Truck Co. v. THE UNIVERSAL Moror Co. 
(197 O. G., 533.) 
October 29, 1913. 


Oppos!IT1ION—ANSWER UNDER OATH—EFFECT AS EVIDENCE. 

Under the new equity rules an answer under oath does not have 
effect as evidence. If the applicant would have any weight given at 
final hearing to the allegations in the answer, he must substantiate 
them by proper proof 


Messrs. Barthel & Barthel, for Universal Motor Truck Co. 
Mr. Harry Lea Dodson and Mr. Frank S. Appleman, for 
The Universal Motor Co. 


Ewinc, Commissioner.—This is a petition by The Univer- 
sal Motor Co. that the commissioner, in the exercise of his 
supervisory authority, review the decision of the examiner of 
interferences in this opposition rendered June 28, 1913, which 
was a decision denying a motion by the Universal Motor Truck 
Co. that the opposition be “dissolved.” 

The motion was based on the ground that an answer under 
oath not having been waived the sworn answer of the applicant 
was evidence and that the proofs introduced by the opposer were 
insufficient to overcome this sworn answer. 


The examiner of interferences did not decide what weight 
should be given to a sworn answer where the answer under oath 
was not waived, but stated that the applicant would have a time 
fixed for the taking of its proofs and must assume the re- 
sponsibility of either taking proofs at that time or of standing 
upon its answer. 


Rule 410 of the former equity rules read in part as follows: 


If the complainant, in his bill, shall waive an answer under oath, or 
shall only require an answer under oath with regard to certain specified 
interrogatories, the answer of the defendant, though under oath, except 
such part thereof as shall be directly responsive to such interrogatories 
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shall not be evidence in his favor, unless the cause be set down for hearing 
on bill and answer only. 


It is contended that because this rule is not embodied in 
the new equity rules a sworn answer under oath is evidence in 


all cases whether the answer under oath be waived or not. 

The notice of opposition was filed prior to the time when 
the new equity rules went into effect; but the answer was not 
filed until after that date, and under Rule 81 the procedure in 
this case should follow the new rules. 


Neither Rule 25 nor Rule 30 makes any reference to the 
filing of an answer under oath. Rule 31, 


however, provides 
that 


the cause shall be deemed at issue upon the filing of the answer, and any 


new or affirmative matter therein shall be deemed to be denied by the 
plaintiff. 

Rule 58 provides for the filing of interrogatories and states 
that such interrogatories may be filed by the plaintiff at any time 
after filing the bill and not later than twenty-one days after the 
joinder of issue and that each interrogatory shall be answered 
separately in writing and under oath. 

In view of the general character of the new equity rules 
and the provisions above pointed out it is my opinion that the 
effect of an answer under oath as evidence has been abolished, 
and since under Rule 31 the allegations of the answer are deemed 
to be denied upon the filing thereof the applicant must substan- 
tiate these allegations by proper proof if he would have any 
weight given to them at the final hearing. 

The examiner therefore properly refused to decide the case 
at this time upon the opposer’s proofs and the pleadings. 


FLANDERS AND FLANDERS MANUFACTURING COMPANY V. 


STUDE- 


BAKER CORPORATION. 
(197 O. G., 241.) 
October 30, 1913. 


NAME OF APPLICANT—DISTINCTIVE ForM. 
The word “Flanders” 


written with a slight peculiarity in the let- 
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ters, with a paraph thereunder and with the upper end of the “F” 
extending in a long flourish thereover, is not written in such a dis- 
tinctive and peculiar manner as to make the name registrable as a 
trade-mark. 


Mr. Frank F. Reed, Mr. Edward S. Rogers, and Mr. Fran- 
cis M. Phelps, for Flanders and Flanders Manufactur- 
ing Company. 

Messrs. Steuart & Steuart, for the Studebaker Corporation. 


FRAZIER, First Assistant Commissioner.—This is an appeal 
by the Studebaker Corporation from the decision of the examiner 
of interferences sustaining the opposition and adjudging that the 
applicant, the Studebaker Corporation, is not entitled to register 
| 


the mark shown in its application. 


\pplicant filed a motion to dismiss the opposition, which 
as denied. No answer was filed within the time set, and the 
opposition was sustained on that ground. 

While several questions are -raised, the principal one 1s 
whether the name “Flanders” is written in such a particular and 
distinctive manner that it can be registered as a trade-mark 
\s shown in the drawing, this mark consists of the word “Flan 
ders” written with a paraph thereunder and with the upper end 
of the “F” extending in a long flourish thereover. The word 
“Flanders” is an ordinary surname and is therefore not regis- 
trable unless written in a distinctive manner. In in re Artesian 
Vanufacturing Company, (166 O. G., 988; 37 App. D. C., 113), 
the court of appeals of the district of Columbia in discussing 
the provision in section 5 of the Trade-Mark Act as to the 
registrability of names said: 


* * * We think that the rule of determination in such cases has been 


well stated by the Commissioner in a former decision, (ex parte, Polar 
Knitting Mills, C. D., 1910, 62; 154 O. G., 251, quoting ex parte, C. H. 
illen Co., C. D., 1907, 423; 131 O. G., 2419), as follows: 

“It is believed that the controlling principle underlying the require- 
ment of the statute that a mere name unless written or printed in a dis- 
tinctive manner may not be registered is that the distinctive manner in 
which the name is displayed must be of a character as to give such a 
distinct impression to the eye of the ordinary observer as to outweigh the 
significance of the mere name.” 


ge ee eR 


Tested by the rule thus laid down, in my opinion, the mark 
is clearly not registrable. The slight peculiarity in the letters 
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themselves and the flourish above and below the word by no 
means subordinate the name. ‘The distinctive feature of this 
mark is the word “Flanders” itself and not the manner in which 
it is written. The mark is written in no more distinctive a man- 
ner than the mark in the case above cited. 

In view of this holding it is not necessary to consider the 
other grounds raised by the appeal. 

The decision of the examiner of interferences is affirmed, 
and it is held that the Studebaker Corporation is not entitled to 
register the mark shown in its application. 





EX PARTE, BENACH. 
(197 O. G., 241.) 
November 7, 1913. 
DrAWINGC—May BE AMENDED To SHOW FEATURES IN ORIGINAL SPECI- 


MENS. 


Where the drawing in an application for a trade-mark showed 
only one of the features of the original specimens, it may be amended 
by adding thereto other features shown in such specimens. 


Mr. Charles McC. Chapman, for the applicant. 


Frazier, First Assistant Commissioner.—This is a petition 
from a refusal of the examiner of trade-marks to enter a substi- 
tute drawing showing in addition to the word “Spearmint,” 
originally forming the sole illustration of the drawing, other 


features said to constitute part of the trade-mark disclosed in the 
specimens filed. 


The examiner suggests that applicant has mistaken his 
remedy, since an appeal from the examiner’s action is in order 
rather than a petition. This suggestion is based upon a presumed 
analogy to the practice in patent cases where the question of new 
matter is raised; but it is not thought an analogy can properly 
be drawn between the practice in those cases and trade-mark 
cases. They are rights which are founded upon entirely different 
laws. The mode of procedure and rules governing the same are 
necessarily different, as the basic principles are different. Pat- 
ent rights are the creation of statute law, while trade-mark rights, 
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as a matter of fact, are creations of common law. They are 
neither enlarged nor defined by the statute respecting the same, 
but come to this office seeking a determination as to the right 
of registration under the provisions of the trade-mark statute. 
Both the rights themselves and the remedies for infringing the 
same are so entirely different, as well as the rules governing the 
examination of the papers purporting to cover such rights, that 
it is difficult to see how any true analogy between the two prac- 
tices can be defined or outlined. The applicant in this case con- 
tends that the question at issue between himself and the ex- 
aminer is one which is reviewable upon petition rather than ap- 
peal, as urged by the examiner, because the question is whether 
or not the rules and law permit a change in the drawings by the 
addition of features not originally shown therein, but disclosed 
in the application papers, and not whether or not the trade-mark 
shall be refused registration if so amended. The examiner holds 
that there is an analogy between the facts presented here and the 
facts presented in a patent case where a question of new matter 
arises, a question reviewable by appeal and not by petition. As 
above indicated, it is not believed that such an analogy can be 
drawn. If there be no other objection to the entertaining of 
this position, I can see no reason for refusing to consider it. It 
is a question of practice and not of merits under the law. 

The examiner contends that one examination has already 
been made as to the registrability of this trade-mark, and a final 
refusal to so register it is of record. ‘To permit a drawing to be 
altered as desired would entail a further search, thus giving ap- 
plicant the benefit of two searches for one fee. Such a reason 
is not believed to be sufficient to control the question here pre- 
sented. The real question is whether or not applicant should be 
entitled to amend his drawing to make it accord with the dis- 
closure in his specimens. It may be said that if we followed the 
analogy presumed by the examiner as to the practice in patent 
cases it would appear in these trade-mark cases that applicant 
would be entitled, as a matter of right, to make such amendment 
to the drawing, because in patent cases the drawings may be 
amended by including therein anything fairly disclosed in the 
original disclosure, and whatever is here covered by the declara- 
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tion by such analogy should be permitted to be shown in the 
drawings at any time during the prosecution of the case. In this 
case the declaration distinctly declares that the— 


description and drawing and specimens presented truly represent the 
trade-mark sought to be registered; and that the specimens show the 
trade-mark as actually used upon the goods. 

Manifestly, whatever is shown in the specimens is a part 
of the original disclosure, and I can see no valid reason why 
applicant should not be permitted to amend the drawing as de- 
sired. 

The refusal of the word “Spearmint,” based upon a court 
adjudication as descriptive, was clearly right. As long as that 
word remains in the substitute drawing as part of the trade-mark 
applicant should be required to disclaim it before registration, 
on the amended showing, if found registrable. 

The petition is granted. 
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